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The examination is being carried oul on the following application documents: 

D escription .Pages : 1 -4a as. originally filed 
Claims, Numbers: 1-38 as originally filed 

Drawings. Sheets: 1 /54-54y54 as originally filed 



1. Co-Pendtrig Applications 

1,1 ■ Reference is made to the following co-pending European patent applications: 

97 1 22 449 00 124 748 

97 122 454 00124 923 05 018 699 
The applicant's attention Is drawn to the fact that In accordance with the established 
practice of the EPO two patents shall not be granted to the same applicant for one 
invention. It Is only permissible to allow an applicant to proceed with multiple applications 
disclosing substantially the same subject matter where the claims are quite distinct in 
scope and directed to different inventions, (cf. Guidelines C-IV 6.4 and VI 9.6). The 
descriptions and drawings of the present application and the other cited co-pending' 
applications appear to be substantially identical. The claims of said applications recite 

subject-matter of similar scope albett-using-aomewhat different wer<iing:T-he;^ 

difference in scope and the corresponding distinguishing technical features of the 
claimed inventions are not at present clear to the examiner. 

For this reason it is requested that the applicant amend said applications to allow the 
intended difference in scope of the claimed subject matter to be clearly determined. 
Otherwise, one of said applications should be designated as the basis for a continuation 
of the examination procedure. Further substantive examination requires clarification on 
this point as a matter of urgency. ' ■ 



2. Observatioris re. divisional application 

2.1 The present application is a divisional application, the parent application being European 
patent application nr. 97 122 449. In this regard, it is noted that parent and divisional 
applications may not claim the same subject-matter. This means not only that they must 
not contain claims of substantially identical scope, but also that one application must not 
claim the subject-matter claimed in the other, even in different words. The difference 
between the- claimed subject-matter of the two applications must be clearly 
distinguishable, (cf. Guidelines C-Vl 9.6), If the divisional ^plication's subject-matter Is 
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restricted to only a part of the subject-matter as claimed in the parent application, thiis 
subject-matter must be directly and unambiguously derivable as such a separate entity, 
which could be used outside the context of the invention of the parent application, (cf. 
Guidelines C-VI 9.4). 

2.2 In the present case, the claims of the divisional application as filed appear to be 
substantially identical to the claims filed in the case of the parent application. IHence, no 
difference in the scope of protection being claimed is evident from the set of claims 
currently on file. It is further noted that the description and' drawings of the parent 
application and the divisional application ajapear to be the substantially sanhe, and, 
therefore, any difference In the scope of protection is not immediately evident from the 
wording of the claims alone. 

2.3 In view of the foregoing, clarification is required in respect of the Invention on which the 

• divisional application is intended to be based. The applicant is requested as a matter of 
urgency to provide tiie requisite clarification and to indicate the distinction between the 
invention forming the subject of the divisional application and the invention claimed in 
lhe..pareDt appljcatLon , Wh er_e apprppr! 

should be adapted accordingly. 

2.4 The description and drawings of the parent application and the or each divisional 
application should in principle be confined to' matter which is relevant to the invention 
ciaimed in that application, (see Guidelines C-Vl 9.5), To the extent that the application 

• contains subject matter clearly unrelated to or inconsistent with the invention to be 
claimed in the divisional application, the description should be amended accordingly. 



2.5 The applicant is advised that further substantive examination in the present case cannot 
proceed until the requested clarification has been provided in respect of the separate 
invention intended to form the subject of the divisonal application. 

3 PreUmlnary Observations concerning Article 52(1) EPC 
3.1 Dual prtorlty 

The present application claims priority from both JP 355047/1 996 (20. 1 2.1 996) and JF 
1 66639/1997 (09.06.1997). In order to facilitate a determination of the relevant priority 
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dates, the applicant fs requested to indicate for tiie subject matter of each claim from 
which of the cited priority documents its priority is derived. 

2 Art. 52(2) & (3) EPC 

Insofar as the content of the application can be understood It would appear that the 
applicant is .seeking protection for a computer program as such. The application is 

■ understood to disclose subject matter relating to a user interface program for an 
electronic mail system, said user interface prcigram incorporating animated interface 
artefacts and being capable of sending and receiving e-mail messages in a proprietary 
format for interaction witii other instances of the same user Interface program. The 

. examining division has doubts as to whether claims directed towards such a user 
interface program or elements thereof can be considered as seeking protection for 
anything more than a computer program as such. In this regard it is noted that although 
claims 9, 12 and 14 are cast in the form of "apparatus" claims, the features of the 
"apparatus" recited in said claims appear to relate solely to aspects of the disclosed user 
Interface program. Hence it is not evident that said claims seek protection for anything 
more than a computer program as such. To the extent that the claims are interpreted as 
beingjdj.ce!Cted. tQwards a qp.mpuM.PIograrn.as such, Jhe subject m_atter recited therein 
must be considered to fali under the exclusions of Art. 52{2){c) and (3) EPC. 

3 Even If the applicant were to succeed In establishing that the claimed subject matter 
does not fall under the exclusions of Art. 52(2) (c) and (3) EPC, the examiner cannot at 
present identify any satisfactory basis for acknowledging an inventive step in respect of 
the subject matter of the application. In this regard, the applicant Is referred to the 

. relevant observations set forth in the first official communication in respect of the parent 

appiieatien^4dr«^ean-patem-«pplication-Ro,-97J.22449),JEor-lh 

observations will not be repeated in- detail in the present communication. 

Concluding Remarks 

.1 At least some of the objections raised above are of such a nature that it appears that the 
application should be refused under Article 97(1) EPC. Should the applicant 
nevertheless regard some particular matter as patentable an independent claim 
Including such matter should be filed taking particular account of the requirements of 
Article- 84 EPC in respect of clearly defining the matter for which protection is sought. 




Bescheld^nilokell (Anlage) 



Communteatlon/Mlnuto* (Annex) 



Notification/Procea^rbPl (Annexe) 



Date 



cf Form 1507 



Blait 
Feutlte 



4 



A^teatonNc; 05 019 445.5 



Likewise, the applicant's particular attention is directed towards tlie need to clarify the 
nature of the separate Invention intended to form tfie subject of the divisional application. 
Unless clarification is provided on this point as a matter of urgency, the application may 
be rejected due to inadmissibility as a bona fide divisional application. 



NB; In conclusion, the applicant is reminded that the content of a European patent 
application may only be amended within the limits laid down in Art, 123(2) EPC. Any 
information concerning the subject matter of the invention, e.g. further details' of its 
advantages or of the problem it solves, and for which there Is no basis in the application 
" as filed, should be confined to the letter of reply rather than be Incorporated into the 
application (cf. Guidelines C-VI 5.7 etseq.)- 

Where replacement pages are filed the applicant should, in the interests of procedural 
efficiency, identify clearly all amendments made, and indicate on which passages of the 
original application these amendments are based, (cf. Guidelines E-ll 1 .). The filing of 
completely retyRed..applicatlon doc^^ obJ^^ted to, for reasons of 

procedural economy, as these documents will have to be checked for correspondence 
with the original documents (see decision T 11 3/92). Only where the amendments are 
so extensive as to.affect the legibility of the copies, replacement pages must be filed, (cf . 
Guidelines E-ll 2.). 
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